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The MAILING DATE of this communication appears on the cover sheet with the correspondence address 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 
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earned patent term adjustment. See 37 CFR 1.704(b). 
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DETAILED ACTION 



This is a first office action on the merits of this case. Claims 1-55 are presented 



1 . The disclosure is objected to because of the following informalities: the list of 
related cases on page 12 of the application must be updated to indicate present status, 
and should not include attorney docket numbers. 
Appropriate correction is required. 



The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claims 1-55 are rejected under 35 U.S.C. 112, second paragraph, as being 

indefinite for failing to particularly point out and distinctly claim the subject matter which 

applicant regards as the invention. 

In considering claims 1,11, 21, 31, 51, 52, and 53 these claims are ambiguous 

because the wording of the preamble is unclear. The preamble to these claims states 

to the effect of "a method/system/apparatus for identifying an address of a network 

element used by a particular client to obtain IP addresses." From this language, it is 

unclear whether the phrase "to obtain IP addresses" refers to the network element, or 

the client. 



for examination. 



Specification 



Claim Rejections - 35 USC §112 
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In further considering claims 4, 14, 24, 34, and 44, the limitation discussed in 
these claims is ambiguous (note: the claims all present the same limitation). The claims 
recite "handing back a test IP address for the client" and "recording an IP address of the 
client." These phrases are unclear because they do not indicate which device in the 
network performs the "handing back" and "recording" steps. The claims further recite 
"when the client subsequently sends a message directly to the test IP address." This 
limitation is also unclear because it is not clear as to which step "subsequently" refers. 
Multiple steps are claimed, and then the term "subsequently" us used. The claim does 
not state which step the "subsequent" step follows. 

In further considering claims 6, 16, 26, 36, and 46, the claim states "forwarding a 
redirect message from a server to the client and the test message is to redirect the 
client to the test URL." This phrase is confusing, especially when read in combination 
with claims 1 , 1 1 , 21 , 31 , and 41 respectively. The claims do not clearly disclose which 
devices "forward" and "redirect" messages. Furthermore, the independent claims 
disclose that the client sends a test message to a test URL, but the dependent claim 
then modifies that by stating that the client is redirected to the test URL. Thus, when 
looking at the claims in their entirety, the steps of "sending," "redirecting," and 
"forwarding" are not clear. In addition, the claims, again in combination with the 
independent claims, mention "a test server" and then later mention "a server." It is 
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unclear if these two devices are the same server or different servers, and therefore, it is 
unclear which devices send which messages in the claimed invention. 

Claims 51 and 52 contain similar ambiguous language, including "forwarding," 
and "redirecting." 

In further considering claims 7, 17, 27, 37, and 47, these claims state "the 
redirected test message comprises the client IP address in the host name of the 
redirected test message." This statement is unclear because claims 6, 16, 26, 36, and 
46, from which these claims depend, mention two separate redirect messages - a 
redirect message sent to the client, and some sort of redirect message sent from the 
client to the test URL. Thus, it is not clear as to which of those messages the 
"redirected test message" refers. 

In further considering claims 8, 18, 28, 38, and 48, these claims further fail to 
distinguish between the "redirected" messages. In addition, these claims state "causing 
the client to send a first message." However, the term "first message" is unclear 
because the so many steps are already included in the claims that the word "first" can 
refer to any of those steps, and the claim does not specify as to which step the term 
"first" refers. If the "first message" is intended to occur before anything else in the claim, 
it should be stated as such. Otherwise, describing a "first message" after having 
described various other messages in previous claims, without further elaboration, is 
ambiguous. 
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In considering claim 53, the claim cites "a test URL comprising a unique host 
name to identify a test." The step of "identifying a test" is not clear. The claim does not 
describe what type of test is being identified, or what the test is testing. 

All other claims depend from these claims, and are thus rejected as well. 

3. Claims 1, 11, 21, 31, 41, 51, and 52 are rejected under 35 U.S.C. 112, second 
paragraph, as being incomplete for omitting essential steps, such omission amounting 
to a gap between the steps. See MPEP § 2172.01 . 

Regarding claims 1 , 1 1 , 21 , 31 , and 41 , the claims describe that a client sends a 
test URL to a test server, and then describe that thenetwork element sends a request 
to resolve the host name in the URL to an IP address. However, the claims omit the 
essential step describing a means by which the network element obtains the test URL. 
The invention would not work without this step occurring, so the step must be included 
in the claim. 

Regarding claims 51 and 52, the claims describe forwarding a test URL to a 
client, and then state that that forwarding causes a network element to make a request 
of the server. The claims do not disclose how the forwarding causes the network 
element to make a request. This step is essential to understanding how the rest of the 
process works, and cannot be omitted from the claims/ 
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Claims 2-10, 12-20, 22-30, 32-40, and 42-50 depend from these claims, and are 
thus rejected as well. 



35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

4. Claims 53-55 are rejected under 35 U.S.C. 101 because the disclosed invention 

is inoperative and therefore lacks utility. Claim 53 essentially recites "a test URL." 

Claims 54 and 55 describe what the test URL are comprised of. However, without 

further claim steps, the test URL performs no function and is thus inoperative. A test 

URL by itself has no use. Claims 54-55 depend from claim 53, and are thus rejected as 

well. 



The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Bradley Edelman whose telephone number is (703) 306- 
3041 . The examiner can normally be reached on Monday to Friday from 8:30 AM to 
5:00 PM. 



Claim Rejections - 35 USC § 101 



Conclusion 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Glen Burgess can be reached on (703) 305-4792. The fax phone numbers 
for the organization where this application or proceeding is assigned are as follows: 

For all After Final papers: (703) 746-7238. 

For all other correspondences: (703) 746-7239. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (703) 305- 



3900. 



BE 

April 2, 2003 
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